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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 6, 9, and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DAHLANDER (U.S. Patent No. 2,036,123) in view of BORLAND 
(U.S. Patent No. 5,369,926). 

As to claim 1, DAHLANDER discloses a method of creating a barrier (3) to fluid 
flow at least from below concrete-surfaced flooring placed above an earthen surface, 
comprising: 

placing a first layer of concrete; 

applying at least one layer of adhesive material (4) to the top surface of said first 
layer of concrete, said at least one layer of said adhesive material (4) to include a 
topmost layer of said adhesive material (4); 

placing multiple panels (sheet metal strips 10, 10,...), at least one of said panels 
(sheet metal strips 10, 10,...) incorporating at least one layer of non-porous material 
(metal - see page 1, second column, lines 14-26) upon said topmost layer of said 
adhesive material (4), 
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overlapping edges of said panels (10, 10,...) with edges of any said panels (10, 
10,...) placed adjacent thereto (see Figs. 2, 4, and 5), wherein said panels (10, 10,...) 
completely cover said topmost layer of said adhesive material (4); 

sealing all said overlapped edges (see either Fig. 4 and page 2, first column, 
lines 7-21 or Fig. 5 and page 2, first column, lines 22-31) ; and 

emplacing at least one flooring structure/wear surface (2) upon said panels (10, 
10,...) such that said panels (10, 10,...) are confined below said flooring structure/wear 
surface (2) and above said topmost layer of said adhesive material (4), 

wherein the step of placing said panels (10, 10,...), the step of sealing said 
overlapped edges of said panels (10, 10,...), and the step of emplacing said flooring 
structure/wear surface (2) completes said barrier (3). 

DAHLANDER fails to explicitly disclose that the step of emplacing the at least 
one flooring structure/wear surface includes emplacing a second layer of concrete upon 
said panels (10, 10,...) such that said panels (10, 10,...) are confined below said second 
layer of concrete and above said topmost layer of said adhesive material (4), wherein 
the step of placing said panels (10, 10,...), the step of sealing said overlapped edges of 
said panels (10, 10,...), and the step of emplacing said second layer of concrete 
completes implementation of said barrier (3). 

BORLAND discloses a flooring structure having a bottom concrete base deck 
(10) below a waterproof membrane (20) which may be attached to the concrete base 
deck (10) and having a topmost concrete wearing slab (50). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the method of creating a barrier to fluid flow of 
PAH LAN PER by making the topmost wear layer be made of concrete as taught by 
BORLANP in order to provide better wearing characteristics since concrete is a material 
strong in compression. 

As to claim 2, PAHLANPER in view of BORLANP discloses the method of claim 
1 as discussed above, and PAHLANPER also discloses that said panels comprise non- 
porous material (sheet metal, preferably copper) selected from a group consisting of: a 
metal, a metal alloy, a steel alloy, a stainless steel, a composite material, a composite 
material containing at least some metal, and combinations thereof. 

As to claim 3, PAHLANPER in view of BORLANP discloses the method of claim 
1 as discussed above, and PAHLANPER also discloses that said non-porous material 
(sheet metal, preferably copper) comprises at least in part a first metal. 

As to claim 6, PAHLANPER in view of BORLANP discloses the method of claim 
1 as discussed above. 

Neither PAHLANPER nor BORLANP explicitly disclose that the step of applying 
said second layer at a thickness of about at least 2.5 cm (1 .0 inch). 

However, it is well settled that changes in size/proportion (i.e., dimensions) do 
not constitute a patentable difference. See In re Rose, 220 F.2d 459, 105 USPQ 237 
(CCPA 1955) (Claims directed to a lumber package "of appreciable size and weight 
requiring handling by a lift truck" where held unpatentable over prior art lumber 
packages which could be lifted by hand because limitations relating to the size of the 
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package were not sufficient to patentably distinguish over the prior art.); In re Rinehart, 
531 F.2d 1048, 189 USPQ 143 (CCPA 1976) ("mere scaling up of a prior art process 
capable of being scaled up, if such were the case, would not establish patentability in a 
claim to an old process so scaled." 531 F.2d at 1053, 189 USPQ at 148.). Further, In 
Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal Circuit held that, where the 
only difference between the prior art and the claims was a recitation of relative 
dimensions of the claimed device and a device having the claimed relative dimensions 
would not perform differently than the prior art device, the claimed device was not 
patentably distinct from the prior art device. 

Therefore, it would have been obvious expedient to one of ordinary skill in the art 
at the time the invention was made of modify the method of creating a barrier to fluid 
flow of DAHLANDER in view of BORLAND by making the concrete layer be 2.5 cm (1 .0 
inch) thick in order to provide a wear surface strong in compression, but relatively thin to 
save on material cost and since it is well founded that merely changing dimensions is 
not unobvious (see Brunswick Corporation v. Champion Spark Plug Company, 216 
USPQ 1 (CA7 1982). 

As to claim 9, DAHLANDER in view of BORLAND discloses the method of claim 
1 as discussed above, and DAHLANDER also discloses that the step of providing said 
panels as at least one plate. 

Neither DAHLANDER nor BORLAND explicitly disclose that the at least one plate 
has a total thickness less than about 6 mm (0.25 inch). 
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However, it is well settled that changes in size/proportion (i.e., dimensions) do 
not constitute a patentable difference. See In re Rose, 220 F.2d 459, 105 USPQ 237 
(CCPA 1955) (Claims directed to a lumber package "of appreciable size and weight 
requiring handling by a lift truck" where held unpatentable over prior art lumber 
packages which could be lifted by hand because limitations relating to the size of the 
package were not sufficient to patentably distinguish over the prior art.); In re Rinehart, 
531 F.2d 1048, 189 USPQ 143 (CCPA 1976) ("mere scaling up of a prior art process 
capable of being scaled up, if such were the case, would not establish patentability in a 
claim to an old process so scaled." 531 F.2d at 1053, 189 USPQ at 148.). Further, In 
Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal Circuit held that, where the 
only difference between the prior art and the claims was a recitation of relative 
dimensions of the claimed device and a device having the claimed relative dimensions 
would not perform differently than the prior art device, the claimed device was not 
patentably distinct from the prior art device. 

Therefore, to make the at least one plate have a total thickness less than about 6 
mm (0.25 inch) would have constituted an obvious expedient to one having ordinary skill 
in the art at the time the invention was made in order provide strength, yet save on 
material costs and since it is well founded that merely changing dimensions is not 
unobvious (see Brunswick Corporation v. Champion Spark Plug Company, 216 USPQ 1 
(CA7 1982). 
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As to claim 12, DAHLANDER in view of BORLAND discloses the method of 
claim 1 as discussed above, and DAHLANDER also discloses that the step of providing 
the panels as at least one foil. 

However, DAHLANDER fails to explicitly disclose that the least one foil has a 
thickness less than about 1 mm (40 mil). 

However, it is well settled that changes in size and/or proportion between the 
invention and the prior art do not constitute a patentable difference: See In re Rose, 
220 F.2d 459, 105 USPQ 237 (CCPA 1955) (Claims directed to a lumber package "of 
appreciable size and weight requiring handling by a lift truck" where held unpatentable 
over prior art lumber packages which could be lifted by hand because limitations 
relating to the size of the package were not sufficient to patentably distinguish over the 
prior art.); In re Rinehart, 531 F.2d 1048, 189 USPQ 143 (CCPA 1976) ("mere scaling 
up of a prior art process capable of being scaled up, if such were the case, would not 
establish patentability in a claim to an old process so scaled." 531 F.2d at 1053, 189 
USPQ at 148.). Further, In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 
777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal 
Circuit held that, where the only difference between the prior art and the claims was a 
recitation of relative dimensions of the claimed device and a device having the claimed 
relative dimensions would not perform differently than the prior art device, the claimed 
device was not patentably distinct from the prior art device. 

Therefore, to make the at least one plate be a foil (i.e., very thin sheet metal) 
having a total thickness less than about 1 mm (40 mils) would have constituted an 
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obvious expedient to one having ordinary skill in the art at the time the invention was 
made in order to be able to provide the waterproofing function, yet remain as thin as 
possible to save on material costs and since it is well founded that merely changing 
dimensions is not unobvious (see Brunswick Corporation v. Champion Spark Plug 
Company, 216 USPQ 1 (CA7 1982). 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
DAHLANDER (U.S. Patent No. 2,036,123) in view of BORLAND (U.S. Patent No. 
5,369,926), as applied to claim 1 above, and further in view of BEAN ET AL. (U.S. 
Patent No. 6,286,279). 

As to claim 5, DAHLANDER in view of BORLAND discloses the method of claim 
1 as discussed above. 

Neither DAHLANDER nor BORLAND explicitly disclose that said adhesive 
material comprises at least in part a thin set mortar deposited at a thickness of about 6 
mm (0.25 inch). 

BEAN ET AL. teach the use of an adhesive layer (18) of a Portland cement- 
based adhesive to bond a steel foil (12) to concrete (C). However, BEAN ET AL. do not 
explicitly disclose that the adhesive layer is about 6 mm (0.24 inch). 

However, it is well settled that changes in size/proportion (i.e., dimensions) do 
not constitute a patentable difference. See In re Rose, 220 F.2d 459, 105 USPQ 237 
(CCPA 1955) (Claims directed to a lumber package "of appreciable size and weight 
requiring handling by a lift truck" where held unpatentable over prior art lumber 
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packages which could be lifted by hand because limitations relating to the size of the 
package were not sufficient to patentably distinguish over the prior art.); In re Rinehart, 
531 F.2d 1048, 189 USPQ 143 (CCPA 1976) ("mere scaling up of a prior art process 
capable of being scaled up, if such were the case, would not establish patentability in a 
claim to an old process so scaled." 531 F.2d at 1053, 189 USPQ at 148.). Further, In 
Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal Circuit held that, where the 
only difference between the prior art and the claims was a recitation of relative 
dimensions of the claimed device and a device having the claimed relative dimensions 
would not perform differently than the prior art device, the claimed device was not 
patentably distinct from the prior art device. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made of modify the method of creating a barrier to fluid flow of 
PAH LAN PER in view of BORLANP bv replacing the adhesive (waterproof adhesive, 
such as asphalt layer 4 - see page 1 , second column, lines 28-29) of PAHLANPER in 
view of BORLANP with the Portland cement-based adhesive as taught by BEAN ET AL. 
in order to form a bond between the concrete and metal that does not degrade in the 
presence of moisture and alkalinity, and to make the adhesive layer 6 mm (0.25 inches) 
thick would have constituted a further obvious expedient to one having ordinary skill in 
the art at the time the invention was made since it is well founded that merely changing 
dimensions is not unobvious (see Brunswick Corporation v. Champion Spark Plug 
Company, 216 USPQ 1 (CA 7 1982). 
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Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over DAHLANDER (U.S. Patent No. 2,036,123) in view of BORLAND (U.S. Patent 
No. 5,369,926), as applied to claim 1 above, and further in view of SCHIRMER 
(U.S. Patent No. 4,155,209). 

As to claim 7, DAHLANDER in view of BORLAND discloses the method of claim 
1 as discussed above. 

Neither DAHLANDER nor BORLAND explicitly disclose that the step of sealing 
said overlapped edges is done at least in part by applying a continuous bead of at least 
one sealant along the entire length between each said overlapped edge, wherein said 
sealant remains flexible upon curing. 

SCHIRMER discloses a fluid-sealed sheet metal joint wherein the step of sealing 
said overlapped edges is done at least in part by applying a continuous bead of at least 
one sealant along the entire length between each said overlapped edge, wherein said 
sealant remains flexible upon curing (see col. 3, lines 18-49). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made of modify the method of creating a barrier to fluid flow of 
DAHLANDER in view of BORLAND by replacing the sealant (sealing wire 1 1 or sealing 
ribbon 14) of DAHLANDER with the flexible room temperature vulcanizing (RTV) 
sealant taught by SCHIRMER in order to provide a waterproof joint that will remain so 
even after being subjected to numerous freeze and thaw cycles (see col. 1, lines 16-25). 

As to claim 8, DAHLANDER in view of BORLAND and SCHIRMER discloses 
the method of claim 7 as discussed above, and SCHIRMER also discloses that a room 
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temperature vulcanizing (RTV) sealant (see col. 3, lines 18-49) is employed as said at 
least one sealant. 

Response to Arguments 

Applicant's arguments filed 07 December 2006 and 26 March 2007 have been 
fully considered but they are not persuasive. 

In response to applicant's arguments, the recitation "at least from below 
concrete-surfaced flooring placed above earthen surface" has not been given 
patentable weight because the recitation occurs in the preamble. A preamble is 
generally not accorded any patentable weight where it merely recites the purpose of a 
process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

In any event, the resulting method of creating a barrier to fluid flow from the 
combination of DAHLANDER in view of BORLAND discloses "at least from below 
concrete-surfaced flooring placed above earthen surface". 

As to Applicants' argument on page 10, lines 25 to 30, of the "Amendment Under 
35 USC § 1 1 1" filed on 07 December 2006 and repeated on page 1 0, line 40 to page 
1 1 , line 2 of the "Response To Notice Of Non-Compliant Amendment 37 CFR §1.121" 
filed on 26 March 2007, the examiner notes that the claims do not specifically indicate 
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that moisture will not flow from below. In any event, once a seal is effected, moisture 
flow will be prevented from either direction. 

As for Applicants' remarks concerning BORLAND , the examiner disagrees that 
the drainage channels need to be included within DAHLANDER . In fact, the insulation 
of BORLAND is not being included in the examiner's proposed modification. 

DAHLANDER and BORLAND are not at all two distinctly separate patents. Both 
deal with preventing fluid flow through substrates. 

Based on the foregoing, the examiner is maintaining her rejections of the claims. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gay Ann Spahn whose telephone number is (571)-272- 
7731 . The examiner can normally be reached on Monday through Friday, 10:30 am to 
7:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard E. Chilcot can be reached on (571)-272-6777. The fax phone 
number for the organization where this application or proceeding is assigned is (571)- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. ' 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

,jf6 Robert Canfield 

Gay Ann Spahn, Patent Examiner Primary Examine 

June 9, 2007 



